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The finality of the Office Action of May 12, 2002 is withdrawn in a favor of the 
Office Action bellow. The examiner acknowledges the Response to Advisory Action 
Mailed December 19, 2002 and Final Office Action Mailed May 21, 2002, which was 
filed January 13, 2003. The Response comprises amendment to the claims and 
remarks. The amendment to the claims has been entered. Pending claims 8-14 and 
60-65 are the subject of this Office Action. 

Detailed Office Action 

1. Rejections 

1.1 . 35 USC section 112, first paragraph 

1.1.2. Rejections for lack of written description 

Claims 8-14 and 60-65 are rejected rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claims 8 and 9 are directed to purified oxidase from genus Sachybotrys, wherein 
said enzyme comprises at least one antigenic determinat with a phenol oxidizing 
enzyme form Stachybotrys parvispora MUCL accession number 38996 or Stachybotrys 
chartarum MUCL accession number 38898, as measured by an immunoprecipitation 
line by Ouchterlony technique. 



Application/Control Number: 09/273,957 Page 3 

Art Unit: 1652 

The limitations of claims 8 and 9 do not impose sufficient functional and structural 
characteristics on the large genera of claimed enzymes. Isolated proteins that are 
positive in Ouchterlony test are not unambiguously identified because the antigenic 
determinant (an epitope) of a protein can consists of as few as five to 10 amino acids. 
Five to ten amino acids in common is not an identifying structural characteristic of a 
genus of enzymes consisting of several hundred of amino acids. Any five-ten amino 
acids are unlikely to impart the functional features on the protein that is positive in the 
test. Furthermore, although the specification teaches on page 34 that M. verrucaria 
billirubin oxidase does not react with antibodies specific to the oxidases purified from 
Stachybotrys parvispora MUCL accession number 38996 or Stachybotrys chartarum 
MUCL accession number 38898, Applicant do not describe proteins that react with 
antibodies and had other features of the purified enzymes of S. parvispora and 
chartarum. Applicant do not teach a protein positive in Ouchterlony test and having 
activity against the substrates ABTS, syringalizin and DMP at 20°C and 40 °C and pH 
optima with said substrates similar to that of the oxidases purified from Stachybotrys 
parvispora MUCL accession number 38996 or Stachybotrys chartarum MUCL 
accession number 38898. For that reasons, one having skills in the art is not convinced 
that Applicants were in possession of the broadly claimed invention at the time the 
application was filed. 

Claim 10 and 1 1 and dependent claims 60-65 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The 
claim(s) contain subject matter which was not described in the specification in such a 
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way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

Claims 10 and 1 1 are directed to oxidases acting on an extremely large genus of 
colored compounds, wherein the enzymes are obtains from Stachybotrys parvispora or 
Stachybotrys chartarum have molecular eight of about 38 and or 30.9 kD. 

Applicants argue in the responses to the previous Office Actions that they 
described the term colored compound sufficiently, and teach that the oxidizing enzymes 
of the invention are capable of oxidizing a wide variety of dyes and colored compounds 
having different chemical structure and listed in Colour Index. Applicants' arguments 
were thoroughly considered, but they have been found unpersuasive. Claims 10-1 1 still 
recite an extremely large genus of colored compounds and Applicant did not show that 
the claimed enzymes act on all these compounds. Applicants teach that the enzyme 
from Stachybotrys parvispora MUCL accession number 38996 acts on 19 chemicals, 
i.e., three substrates ABTS, syringaldizin and DMP (Table 1A, page 27 of the 
specification), 15 dyes of different structures, Table 3, page 31-32, as well as on 2- 
methoxyphenol (quiacol). The enzyme of invention isolated from Stachybotrys 
chartarum MUCL accession number 38898 was shown to act on ABTS and DMP (Table 
1B, page 28). Providing 19 and 2 (included in 19) chemical compounds on which the 
enzymes act is not identifying the two genera of dyes or color compounds comprising 
many thousands of chemicals. Providing these 19 or 2 chemicals is also not sufficient 
for identifying all species of subgenera of porphyrins, carotenoids and antihocyanins or 
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Mailrad reaction products as broadly claimed by claims 64 and 65 which recite any 
species of named subgenera of color substances. 

In addition, claims 10 and 1 1 and dependent claims 64-65 are rejected for 
reciting the limitation of "increase of apparent molecular weight after boiling". It is not so 
much that the molecular weight after boiling was increased, but three bands were 
formed from one band, in case of both enzymes. The bands had molecular weights of 
70 kDa, 45 kDa and 22.1 kDa instead of 38 kDa for S. parvispora, and 58 kDa, 46 kDa, 
19.7 kDa instead of 30.9 kDa for S. chartarum; page 2, last paragraph. Thus the 
language "an increase in apparent molecular weight after boiling" does not describe 
what was observed. A skilled artisan can as well say that molecular weight are 
increased as he /she can say they are decreased. Furthermore, one having skills in 
the art realizes that denaturation of proteins during boiling very often leads to increase 
of molecular weight, thus this is not necessary an identifying feature of the claimed 
proteins. 

In conclusion, claims 10, Hand 60-65 are rejected because of lack of sufficient 
description of the invention. One having skills in the art is not convinced in that 
Applicants were in possession of the claimed invention at the time the application was 
filed. 

2. 2. 2. Rejection for scope of enablement 

Claims 8-9 are rejected rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for the oxidasese from 
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1 ) Stachybotrys chartarum MUCL accession number 38898 set forth by SEQ ID 

NO: 2; 

2) Stachybotrys parvispora MUCL accession number 38996 identified by the 
featurers recited in claims 12-14, 

does not reasonably provide enablement for a purified oxidase from genus 
Sachybotrys, wherein said enzyme comprises at least one antigenic determinat with a 
phenol oxidizing enzyme form Stachybotrys parvispora MUCL accession number 38996 
or Stachybotrys chartarum MUCL accession number 38898, as measured by an 
immunoprecipitation line by Ouchterlony technique. 

The claims are not enabled because although the Applicants refer to Ouchterlony 
technique the aricle is not incorporated by reference and is improperly quoted; see page 
33, second paragraph of the specification. Even if the quotation was proper, Applicants 
force the skilled artisan to experimentation which is not routine, because one skilled in 
the art had to isolate the enzymes from Stachybotrys chartarum MUCL accession 
number 38898 and Stachybotrys parvispora MUCL accession number 38996; than one 
skilled in the art had to make antibodies. In the next step one skilled in the art had to 
make isolates from any genus of Sachybotrys and test them using Ouchterlony 
technique. Even if the one finds a protein positive in the Ouchterlony test there is no 
warranty that the protein will have the same molecular weight, and other features 
recited by claims claims 12-14 for the enzyme from S. parvispora or will have molecular 
weight as recited for S. charatarum in claim 1 1 . The probability of obtaining the claimed 
invention is very low, because claims 8 and 9 do not provide other identifying 
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characteristics of the claimed oxidases than a very minor immunological limitation of 
their structure. Without instructing as to the amino acid structure of the claimed 
enzymes or identifying features that are recited in claims 12-14 the skilled artisan is 
forced to undue experimentation. 

Claims 10 and 11 and dependent claims 60-61 and 64-65 are rejected because 
the specification while being enabling for 19 dyes in case of the enzyme from S. 
parvispora, and 2 (included in the group of 19) in case of S. chartarum, is not enabling 
for any dye or colored compound whose number is at least several thousand. See also 
the above rejection for lack of written description. Providing 19 dyes is not a sufficient 
guidance for any colored compounds or any dye. One skilled in the art concludes that 
without identifying the particular dyes of compounds on which the claimed enzymes act, 
experimentation left to those skilled in the art has a low probability of success and is 
improperly undue. 

2. Conclusion 

All claims are rejected. As indicated in previous Office Actions, the instant 
application contains an allowable subject matter. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Malgorzata A. Walicka whose telephone number is 
(571) 272-0944. The examiner can normally be reached on Monday-Friday from 10:00 
a.m. to 4:30 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapura Achutamurthy, can be reached on (571) 272-0928. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). f) 
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